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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election of the first species (claims 1 -1 8 and 25-27) in the reply filed 
on 10/29/2008 is acknowledged. Applicant argues that "examination of both species 
together in one application would not place an undue burden on the Examiner". This is 
not found persuasive because the search could not go to both structures at the same 
time. 

The requirement is still deemed proper and is therefore made FINAL. 
Claim Rejections - 35 USC §102 and §103 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-6, 8-9, 11-15 and 25-27 are rejected under 35 U.S.C. 102(a) as being 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over 
Mazzochette et al. US Pub. 2004/0022433. 

Re claim 1, the Mazzochette et al. reference discloses a light emitting device 
package, comprising: 
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a metal base 1 1 ; 

an electrical circuit layer 13 provided at an upper side of the metal base for 
providing a conductive path (see [0025] and argument on element 17 in [0027] and 
[0030]-[0032]); 

an insulating layer 12 sandwiched between the mete-metal base and the 
electrical circuit layer; 

a light emitting device 10 mounted on the top surface of the metal base in an 
open space from which the insulating layer 17 is removed; 

an electrode layer 55 provided at an upper side of the electrical circuit layer (see 
also element 17 as above); and 

a connection portion 54 (in fig. 5, e.g.) for electrically connecting the electrode 
layer and the light emitting device (see further in [0034]). 

Re claim 2, the light emitting device package further comprising a molding 
portion for molding the inside of the open space (last lines of [0050]). 

Re claim 3, the light emitting device package further comprising a heat sink 
(connected to element 16 which is not shown in the figures) formed on the bottom 
surface of the metal base. 

Re claim 4, the light emitting device package further comprising a heat sink 
combined to the metal base by a screw 95. 

Re claim 5, the light emitting device package further comprising a heat sink 
that comes in contact with one surface of the metal base with a heat transfer material 16 
embedded therein. 
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Re claim 6, in the light emitting device package, the open space is processed by 
milling, [0049]. 

Re claim 8, in the light emitting device package, the light emitting device is one or 
more LED chips selected from the group consisting of a red LED chip, a green 
LED chip, a blue LED chip, a yellow LED chip and an orange LED chip, [0043], e.g. 

Re claim 9, in the light emitting device package, the light emitting device comes 
in contact with the metal base, fig. 3, e.g. 

Re claim 10, in the light emitting device package, the light emitting device 
consists of one or more SiOB chips, figs. 14-16. 

Re claim 1 1 , in the light emitting device package, the light emitting device is 
combined to the metal base by a thermal conductive hardening agent 59. 

Re claim 12, in the light emitting device package, the light emitting device is 
provided in a plurality of modules on one metal base, and the electrical circuit layer 
serially connects the respective modules, [0040]-[0043], e.g. 

Re claim 13, in the light emitting device package, the light emitting device is 
provided in a plurality of modules on one metal base, and the modules are arranged in 
either straight line, round or polygon, figs. 8-12. 

Re claims 14-15, in the light emitting device package, a plating layer is provided 
on the top surface of the electrode layer, wherein the electrode layer is plated with gold, 
[0029], e.g. 
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5. Claims 7, 16-18 and 25-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mazzochette et al. as applied to claims 1-6, 8-10, 11 -15 and 25-27 
above, and further in view of the following. 

Re claims 1 6-1 7, in the light emitting device package, one of ordinary skill in the 
art would have been led to the recited dimensions through routine experimentation and 
optimization. Applicant has not disclosed that the dimensions are for a particular 
unobvious purpose, produce an unexpected result, or are otherwise critical, and it 
appears prima facie that the process would possess utility using another dimension. 
Indeed, it has been held that mere dimensional limitations are prima facie obvious 
absent a disclosure that the limitations are for a particular unobvious purpose, produce 
an unexpected result, or are otherwise critical. See, for example, In re Rose, 220 F.2d 
459, 105 USPQ 237 (CCPA 1955); In re Rinehart, 531 F.2d 1048, 189 USPQ 143 
(CCPA 1976); Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 
1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984); In re Dailey, 357 F.2d 669, 
149 USPQ 47 (CCPA 1966). See also MPEP 2144.04(IV)(B). 

Re claims 7, 18, and 25-27, the "product by process" claim is directed to the 
product per se, no matter how actually made, In re Hirao, 190 USPQ 15 at 17 (footnote 
3). See also In re Brown, 173 USPQ 685; In re Luck, 177 USPQ 523; In re Fessmann, 
1 80 USPQ 324; In re Avery, 1 86 USPQ 1 61 ; In re Wertheim, 1 91 USPQ 90 (209 USPQ 
554 does not deal with this issue); and In re Marosi et al., 218 USPQ 289, all of which 
make it clear that it is the patentability of the final product per se which must be 
determined in a "product by process" claim, and not the patentability of the process, and 
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that an old or obvious product produced by a new method is not patentable as a 
product, whether claimed in "product by process" claims or not. Therefore, in the light 
emitting device package, the open space couid be processed by etching, the electrode 
layer could be formed by an electroplating method, a silk screen layer could be formed 
on the top surface of the electrode layer then a lens portion attached to the silk screen 
layer and/or the light emitting device could be molded by resin forming the lens portion 
or the lens portion could be molded. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to THANH V. PHAM whose telephone number is (571) 

272- 1866. The examiner can normally be reached on M-T (6:30-5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly D. Nguyen can be reached on 571-272-2402. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



12/05/2008 

/THANH V. PHAIW 

Primary Examiner, Art Unit 2894 



